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DETAILED ACTION 
Notice to applicant 

1 . Applicant's amendment and Response to the Office Action mailed 8-25-04 has been 
entered and made of record. 

Claim Rejections - 35 USC §103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 1-7, 9-12, and 39-46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rorvick et al. (USPN 6009348, hereinafter "Rorvick") in view of Funari (USPN 4171477). 

Referring to Figs. 4-6 and related text, Rorvick discloses [Re claim 1] a method of 
joining a connection member to a foil, the method comprising: positioning the connection 
member and the foil against each other; and forcing the connection member and the foil together 
between a hardened surface and a staking pin; [Re claim 2] wherein forcing the connection 
member and the foil together comprises striking the foil with the staking pin and forcing the foil 
into the connection member; [Re claim 7] wherein the foil comprises an etched anode foil (see 
col. 5, lines 27-33). But it fails to disclose expressly that the staking pin has a tip of less than or 
equal to approximately 0.030" (0.762 mm) in diameter. However, the missing limitation is well 
known in the art because Funari discloses this feature (See col 8, lines 13-15 and Fig. 3b). A 
person of ordinary skill is motivated to modify Rorvick with Funari to obtain weld of desired 
size. 

[Re claim 9] The combined teaching of Rorvick and Funari discloses a method of joining 
a connection member to a foil, the method comprising: placing the connection member against a 
hardened surface; placing the foil between the connection member and a staking tool; and 
forcing the foil into the connection member with the staking tool, as shown above. 

[Re claim 39] The combined teaching of Rorvick and Funari discloses a method of 
joining two or more foils, the method comprising: positioning the two or more foils in a stack, 
and forcing the two or more foils together between a hardened surface and a staking pin which 
has a tip of less than approximately 0.060" (1.524 mm) in diameter; [Re claim 40] wherein the 
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staking pin has a tip of approximately 0.025" (0.635 mm) in diameter; [Re claim 43] wherein 
forcing the two or more foils together comprises forcing at least one foil comprising an etched 
anode foil together with one or more other anode foils; [Re claim 44] wherein forcing the two or 
more foils together comprises forcing three anode foils together, each anode foil comprising an 
etched foil; [Re claim 45] wherein positioning the foils comprises stacking three etched anode 
foils in a dimension perpendicular to a major surface of each of the anode foils, as shown above. 

[Re claim 46] Rorvick also discloses wherein the two or more foils comprise two or more 
anode foils, each anode foil approximately 0.004', (0.1016 mm) thick (see col. 20, lines 14-54). 

[Re claim 3] Funari also discloses wherein the staking pin has a conical shape 
approximately 0.015" (0.381 mm) at its tip (See col. 8, lines 13-15 and Fig. 3b). But the 
combined teaching of Rorvick and Funari fails to disclose expressly the frusto-conical shape. 
However, this would have been obvious for a person of ordinary skill to do so to obtain small 
weld with less interference with adjacent welds. 

[Re claim 4] Funari discloses the positioning of the staking pin above the hardened 
surface (see par. bridging cols. 6-7) and Rorvick discloses the tab to be near the edge of the foil 
(see Fig. 4) . But the combined teaching of Rorvick and Funari fails to discloses providing a 
second staking pin, wherein the two staking pins are approximately 0.040" (1.016 mm) apart; [Re 
claims 5 and 10] further comprising: positioning the staking pin to a terminal height of 
approximately 0.001" (0.0254 mm) above the hardened surface; positioning the staking pin to 
strike at approximately 0.1201" (3.048 mm) from an edge of the foil; [Re claims 6, 1 1, and 42] 
wherein forcing the connection member and the foil together comprises forcing the connection 
member and the foil together at a force between 100 and 1000 pounds; and [Re claim 41] setting 
the staking pin to a displacement height of approximately 0.001" (0.0254 mm) above the 
hardened surface. However, it would have been obvious to a person of ordinary skills in the art 
to have the appropriate number of welds at appropriate location depending in the shape and size 
of the electrodes and/or connection members and apply an appropriate force to ensure good 
welding while not breaking the electrodes or connection members. 

[Re claim 12] Arguments stated in the rejection of claims 3 and 4 also apply. The 
combined teaching of Rorvick and Funari fails to disclose expressly that the pin is approximately 
0.028" (0.7 1 12 mm) at its base. However any variation in pin dimension in the present claims is 



Application/Control Number: 10/728,655 
Art Unit: 2812 



Page 4 



obvious in light of the cited art, because the changes in dimension produce no unexpected 
function. 

The routine varying of parameters to produce expected changes are within the ability of 
one of ordinary skill in the art. Patentability over the prior art will only occur if the parameter 
variation produces an unexpected result. In re Aller, Lacey and Hall, 105 U.S.P.Q. 233, 235. In 
re Reese 129 U.S.P.Q. 402, 406^ 

4. Claims 49-52 are rejected under 35 U.S.C. 103(a) as being unpatentable over MacFarlane 
et al. (USPN 5584890, hereinafter "MacFarlane") in view of Rorvick. 

Referring to Figs. 2-6 A and related text, MacFarlane discloses [Re claim 49] a method of 
assembling an anode stack, the method comprising: welding a tab to only a first anode foil by a 
first weld; and welding the first anode foil to a second anode foil by a second weld; [Re claim 
50] a method of claim 49, wherein welding the first anode foil to the second anode 
foil comprises welding the first anode foil to at least two anode foils by the second weld; [Re 
claim 51] wherein weld the first anode foil to the second anode foil comprises welding a first 
anode foil having a tunnel-etched region to a second anode foil having a tunnel-etched region 
(See col. 5, lines 19-37 and Figs 5-6A). But it fails to disclose expressly welding by staking. 
However, the missing limitation is well known in the art because Rorvick discloses this feature 
(See Figs. 4-6(c) ). In the combined teaching of MacFarlane and Rorvick , it is inherent that 
when the welding pin is applied on the first (upper) foil, the first foil is forced into the tab 25 (see 
MacFarlane , Fig. 6). A person of ordinary skill is motivated to modify MacFarlane with Rorvick 
to obtain better control of the welding and the quality of the welded foils. 

[Re claim 52] The combined teaching of MacFarlane and Rorvick discloses a method of 
assembling a capacitor, the method comprising: assembling two or more anode stacks by a 
method comprising: staking a connection member to only a first anode foil by a first stake weld; 
and staking the first anode foil to a second anode foil by a second stake weld, as shown above. In 
the combined teaching of MacFarlane and Rorvick , it is inherent that when the welding pin is 
applied on the first (upper) foil, the first foil is forced into the tab 25 (see MacFarlane , Fig. 6). 
Rorvick also discloses stacking the two or more anode stacks into a capacitor stack; and 
welding, each anode stack connection member to each other adjacent anode stack 
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connection member (see par. bridging cols. 26-27). 

5. Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over MacFarlane in 
view of Rorvick, as applied above, and further in view of Funari. 

The combined teaching of MacFarlane and Rorvick discloses substantially the limitations 
of claim 53, as shown above. 

But it fails to disclose expressly wherein staking the first anode foil to the second anode 
foil comprises forcing the first anode foil together with the second anode foil with a staking pin 
having a tip diameter less than approximately 0.060" (1.524 mm).. 

However, it is well known in the art because Funari discloses this feature, as shown 

above. 

Therefore, it would have been obvious to combine MacFarlane and Rorvick with Funari 
to obtain the invention as specified in claim 53. 

6. Claims 8 and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rorvick 
in view of Funari or MacFarlane in view of Rorvick, as applied above, and further in view of 
Strange et al. (USPN 6299752, hereinafter "Strange" ). 

The combined teaching of Rorvick and Funari or MacFarlane and Rorvick discloses 
substantially the limitations of claims 8 and 54 , as shown above. 

But it fails to disclose expressly wherein the first anode foil and the second anode foil 
each comprise an anode foil having a porous structure and a formation voltage of greater than 
approximately 441 volts. 

However, Strange discloses this feature (See col. 10, lines 24-65). 

A person of ordinary skill is motivated to modify Rorvick and Funari or MacFarlane and 
Rorvick with Strange to obtain capacitor capable of tolerating high voltage. 

7. Claim 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over MacFarlane in 
view of Rorvick, as applied above, and further in view of Elias et al. (USPN 5660737, 
hereinafter "Elias"). 
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The combined teaching of MacFarlane and Rorvick discloses substantially the limitations 
of claim 55, as shown above. 

But it fails to disclose expressly wherein welding each anode stack connection member to 
each other adjacent anode stack connection member comprises edge-welding the connection 
members together. 

However, Elias discloses this feature (See Fig. 2). 

A person of ordinary skill is motivated to modify MacFarlane and Rorvick with Elias to 
obtain a well-aligned and planar connection. 

Allowable Subject Matter 

8. Claims 36-38 are allowed. 

Claim 36 recites "edge-connecting each anode connection member. . . .directly along an 
exposed end face of each of the connection members". 

These features in combination with the other elements of the claims are neither disclosed 
nor suggested by the prior art of record. 

Claims 37-38 variously depend from claim 36, they are allowed for the same reason. 

Response to Amendment 

9. In view of applicants' cancellation of the claims, the rejection of claims 70-74 is rendered 
moot. 

In view of applicants' amendment to the claim, the objection to claim 38, for informality, 
has been withdrawn. 

In view of applicants' amendment to the claims, the rejections of claims 36-38 have been 
withdrawn. 

Applicants' arguments with regard to the rejections under 35 U.S. C. 103 have been fully 
considered, but they are not deemed to be persuasive for at least the following reasons. 

Applicants argued that Funari does not disclose the use of staking pin and its size. The 
examiner disagreed. In Funari the pin is for welding, in a broad interpretation, the welding pin 
functions like a staking pin due to the force applied on the pin to press the components to be 
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joined. Even though, Funari does not expressly discuss the size of the pin, however, Funari 
discloses the sizes of the wire and of the pad on which the wire is applied. Fig. 3b shows that the 
pin tip is about the size of the wire and as clearly shown in Figs. 3a-3b and 6, the pad 56, which 
is about 0.002 inches by 0.002 inches, is much larger than the pin tip. Therefore, Funari' s tip 
dimensions must be smaller than 0.002 inches, which is less than the claimed 0.030 inch. 

Applicants argued that in the applied references the tab is not placed against a hardened 
surface. The examiner disagreed. In Rorvick, the layers are welded on a base layer of the 
apparatus, the base layer is of stainless steel (see paragraph bridging cols. 23-24), which is 
inherently hardened in the process of manufacturing the metal and the base layer itself. 

Applicants also argued that Rorvick teaches away from modifying the geometry of the 
0.060" weld pin. The examiner disagreed, even though the 0.060" weld pin is "appropriately 
optimized" for the thickness of Rorvick anode sub-assembly, this does not teach away from 
having smaller weld for designs where thinner anode sheets or smaller anode design is needed. 
For a defibrillator, an instrument to be installed in a human body, smaller size is always in great 
demand. Therefore, there is no teaching way from making smaller design requiring smaller weld, 
on the contrary, this is a good motivation to combine Funari with Rorvick. ^ 

Therefore, the combined teaching of Rorvick with the applied references does disclose or 
make obvious all the limitations of the rejected claims. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ha T. Nguyen whose telephone number is (571) 272-1678. The 
examiner can normally be reached on Monday-Friday from 8:30AM to 6:00PM, except the first 
Friday of each bi-week. The telephone number for Wednesday is (703) 560-0528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael S. Lebentritt, can be reached on (571) 272-1873. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ha Nguyen 
Primary Examiner 
4- 2- 05 



